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Federal Government IP Strategy 

¬ The Government of Canada announced its IP strategy 

earlier this year 

¬ The IP strategy was the result of consultation by the 

Government with various stakeholders 

¬ includes legislative changes, improvement of IP literacy, and 

tools for growth 

¬ legislative changes were introduced as part of Bill C-86, the 

Budget Implementation Bill Act 

 

 

3 



Patent Legislative Changes 

 

 

¬ 2017/2018 amendments (passed, most not yet in 

force): 

¬ Shortened prosecution deadlines 

¬ “Due care” required for reinstatement in some 

cases 

¬ Restoration of priority 

¬ Introduction of third party rights (exception from 

infringement) 

¬ Removal of “late” national phase entry 
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Patent Legislative Changes 

 

 

¬ More recent proposed amendments (Bill C-86): 

¬ Introduce prosecution history (file wrapper) 

estoppel 

¬ Establish minimum requirements for demand letters 

¬ Expand and codify exceptions to infringement for 

prior use and experimentation 

¬ Standard-essential patents (SEPs) 
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Patent Legislative Changes 

 

 

¬ Strategic Issues to Consider 

¬ Impact on prosecution strategy 

¬ Overcoming cited references 

¬ Timing and costs 

¬ Impact on enforcement and defenses 
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Trademark Legislative Changes 

¬ The new trademark law will come into force on June 

17, 2019 

¬ Madrid Protocol 

¬ Removal of use requirement 

¬ Nice classification and class fees 

¬ Broader definition of what constitutes a mark 

¬ Budget bill amendments 

¬ Bad faith as aground for opposition 

¬ No enforcement within first 3 years after registration unless 

there is use or special circumstances justifying non-use 

¬ Official marks can be removed by request when holder no 

longer exists or is not a public authority 
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Trademark Legislative Changes 

¬ Strategic Issues to Consider  

¬ Trademark “trolls” 

¬ Trademark watch service 

¬ Timing of renewal of trademark registrations 

¬ Use of private investigators 

¬ Use of extensions on proposed use applications 

¬ Divisional practice 

¬ Overcoming official marks citations 

¬ What’s bad faith? 
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Industrial Design Legislative Changes 

¬ On November 5, 2018, Canada’s industrial design 

regime was overhauled 

¬ Implementation of the Hague system 

¬ Single pathway to obtain registrations in participating 

countries 

¬ Application is examined substantively by Industrial Design 

Office and then becomes national registration if allowed 

¬ Other legislative changes 

¬ continuation-type practice 

¬ change in term to 15 years from filing  
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Industrial Design Legislative Changes 

¬ Strategic Issues to Consider 
¬ Number of countries in which protection to be sought 

¬ Protection of design variants 

¬ Grace period for disclosure 
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Questions? Comments?  



Legal Implications of Artificial 
Intelligence 

Carole Piovesan, co-lead, National Cybersecurity, 

Privacy and Data Management group 

@cjpiovesan  
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Roadmap 

Understanding AI: What is AI and why should 

you care? 
 

AI & Law: How will AI change the law?  
 

Integrated Approach to AI: How to plan for AI 

operationalization? 
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Concept of AI 

14 Understanding AI 
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The Race to Innovation 

 Global GDP will be 14% higher in 2030 as a 

result of AI - the equivalent of $15.7 

trillion. (PwC) 

 In a simulation, companies that use a full suite 

of AI technologies in the next five years 

doubled their normal profits by 2030, bringing 

in an additional 4% of gross profit growth 

annually at the expense of their competitors. 
(MIT Sloan Management Review) 
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AI in Enterprise over the Next 5 years 

Source: Reshaping Business with Artificial Intelligence: Closing the Gap between Ambition and 

Action. MITSloan Management Review in Collaboration with BCG. (2017). 
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Obstacles to Greater AI Adoption 

 Lack of data and AI strategy  

 Data readiness and access 

 Talent and skills gap 

 Trust in the technology 

 Regulatory environment 
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19 AI & Law 
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AI Integration Components 

  

Data 

assessment 

and 

security 

 

Intellectual 

property for AI 

innovations 

AI education 

 

Problem 

identification 

and vendor 

contracting 

 

AI business 

and legal 

strategy 

Data 

governance 

processes  
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Questions? Comments?  



IP Considerations for 
Developers of AI Technology 

Amy Fong, Counsel, Business Law, Intellectual Property  





Some IP-related issues to consider 
 

Developers 
• Protection of IP 

Developers 
+ users 

• Ownership 

Developers 
• Open-source considerations 
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Categories of IP Rights 
 

COPYRIGHT 

PATENTS 

DESIGNS 

TRADEMARKS 
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IP Example 
26 

Source: @teenybiscuit 

+ 

Context-aware 

comments filter 
Image recognition software 



To patent or not to patent? 
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Ease of 
replication? 

Detectable? 

Value v. cost 
to obtain? 



Challenges in patenting AI innovations 
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In general, 
software-
related 
applications 
need more 
strategic 
planning, 
drafting and 
prosecution 
work 

Patent ineligibility (e.g. too 
abstract) 

Requirement for full disclosure v. 
desire for secrecy  



Ownership: who has a stake? 
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Algorithms, 
Software, 
Models 

Data 

Machine 
creations 

 

AI 
machines 



Open-source considerations 
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Just 
because 
it’s made 
freely 
available 
doesn’t 
mean you 
can do 
anything 
with it 

 

Track use of open source tools in 
AI development and ensure 
compliance with terms of OSL 

Permissive v. copyleft license? 
Don’t give away more than you 
intended 
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Questions? Comments?  



Artificial Intelligence:  
Real Life, Real Contracts 

Christine Ing, Co-Head  

National Technology Group; National FinTech Practice 
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Current “AI Deals” 
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Deal Type Who Example 

Proof of Concept 

Agreements  

Scale-up AI service 

providers and large 

companies with large 

proprietary datasets  

 

Bank to gain customer 

insights and to provide more 

personalized product offers 

to customers 

Collaborative Research 

Agreements 

R&D organizations that 

have access to large 

third party/proprietary 

datasets and  AI 

companies 

Health research company 

that has access to medical 

images is developing , with 

assistance of AI modelling 

experts, AI-enabled 

diagnostic medical devices 

Alternative Data  

Agreements 

Investors and “alt data” 

providers 

Funds using “alt data” 

providers to use AI to sift 

through “big data” to ID 

signals to improve 

investment outcomes 



McCarthy Tétrault LLP / mccarthy.ca 

 

Current “AI Deals”  
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Deal Type Who Example 

“Back Office” 

Modernization 

Agreements 

Organizations that use 

manual, labour intensive 

processes  to perform 

repetitive tasks and AI-

based solution providers 

Insurance company that 

replaces human 

transcription of medical 

reports with handwriting 

recognition AI 

Decision Support 

System Agreements 

Organizations that 

receive high volumes of 

online applications (for 

loans, insurance) and AI 

powered decision 

support solution 

providers 

Bank that receives loan 

applications uses the 

solution to support real-time 

adjudication or to price the 

loan; Insurer that receives 

claims uses the solution to 

identify fraud 

Foreign Healthcare 

Technology Provider 

Expands into Canadian 

Market through JV 

Mobile app allows end user 

to enter symptoms; AI used 

to narrow down possible 

health conditions 



McCarthy Tétrault LLP / mccarthy.ca 

 

Tips and Things to Think About:  
Proof of Concept Agreements 

 

 Just because it’s a Proof of Concept deal with 

low dollars and short term, don’t assume its 

low risk …. 

 Data security risk 

 Privacy risk 

 Inadvertent disclosure of strategic business 

information 

 Practical availability of contractual remedies 
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Tips and Things to Think About: 
Collaborative Research  
  

 Be careful of relying on template service agreements 

containing “standard” IP ownership and use provisions 

 Understand what the results of the collaboration will be: 

trained model; output data; patentable invention that 

may be practised by or embodied in the model 

 Copyright vs patent rights vs rights to data 

 Ownership/title 

 Use rights – exclusive/non-exclusive; Field of Use 
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Tips and Things to Think About: 
Alternative Data Agreements 
 
 

 

 If you are an investment manager, be aware of risks 

associated with alternative data: 

 Insider trading risk if data is material non-public information 

 Privacy risk if information is sourced from individuals – 

appropriate consents to collection, use, disclosure for such 

purposes; risk lowered if dataset is obtained in anonymized 

form and not combined with other data; watch for geolocation 

data and use of alt data in generating credit scores 

 Copyright infringement risk and breach of contract risk from 

screen-scraping data from the web 
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Tips and Things to Think About: 
Back Office Modernization Agreements 
  

 Often moving from manual in-house process 

to SaaS model 

 Make sure to understand what data is in-

scope, data security (in transit/at rest), data 

retention, how your data will be used, 

whether your data will be shared with others 

and return of data 
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Tips and Things to Think About: 
Decision Support System Agreements 

 

 Decision support systems based on ML  

 you get the benefit of machine learning based on 

the data of those who came before you; are you 

ready to “pay it forward”? 

 early adopter risk – “first in Canada” – risk that the 

learnings from your data will allow subsequent 

adopters to understand your decision-making 

criteria and benefit from your know-how 

 Availability of alternate decisioning processes against 

which to benchmark results 
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Questions? Comments?  
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This program qualifies for up to 1.5 hours of 
eligible educational activity or CPD/MCE 
credit under the mandatory education 
regimes in British Columbia, Ontario and 
Québec.  


